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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 02 March 2005 , 
2a)n This action is FliSIAL. 2b)[3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) n Claim(s) is/are allowed. 
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10)D The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-23 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. Claims 1-23 are directed to an invention that sends unsolicited email to 
addresses it extrapolates from not readily available personal infomiation that is extracted from websites 
via software agents. This device is non-statutory subject matter because it is in violation of the CAN- 
SPAM Act of 2003 (Controlling the Assault of Non-Solicited Pornography and Marketing Act) as enacted 
by Congress. Applicant is advised that the Federal Trade Commission is authorized to enforce the CAN- 
SPAM act, as is the Department of Justice. According to the requirements given by the FTC, CAN-SPAM 
covers "email whose primary purpose is advertising or promoting a commercial product or service, 
including content on a Web site". Claims 1-23 refer to business e-mail addresses and testing said 
business e-mail addresses. The Examiner contends that this device can be embodied as a device to 
search for information on individuals and send them non-solicited pornography and marketing electronic 
messages. The FTC further states that additional fines are provided for commercial emailers who 
"'harvest' email addresses from Web sites or Web services that have published a notice/prohibiting the 
transfer of email addresses for the purpose of sending email" and "generate email addresses using a 
'dictionary attack' - combining names, letters, or numbers into multiple permutations". This is analbgous 
to the claim language "automatically generating e-mail address of a subject person named in the 
database but for whom e-mail address information is missing from the database", "obtaining a working e- 
mail address to the respective organization the working e-mail address not being the e-mail address of 
the subject person; deducing from the working e-mail address, fonnat of e-mail addresses to the 
respective organization; using the deduced infomiation, constructing potential e-mail addresses for the 
subject person; and verifying each constructed potential e-mail address by testing each, such that at least 
one verified constructed potential e-mail address provides a business e-mail address of the subject 
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person", for example. The Examiner is including, for purposes of completing the legal record, infonmation 
from the FTC web site conceming the CAN-SPAM Act of 2003 and the complete text of the CAN-SPAM 
Act of 2003 as enacted by the 108*^ Congress of the United States of America. 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found in a prior 
Office action. 

4. Claim 11 rejected under 35 U.S.C. 102(e) as being anticipated by Knight et al. (U.S. Patent No. 
6,493,703). 

5. Regarding claim 1 1 , Knight discloses a computer automated system for mining from a global 
computer network infonnation on people and organizations comprising: a plurality of automated crawlers 
for traversing sites of a global computer network and retrieving pages that contain infomiation of interest; 
a distributor coupled to the crawlers for controlling crawler processing; an extractor responsive to the 
crawler retrieved pages and extracting information about people and organizations therefrom; the 
extracted information being stored in a database; an integrator coupled to the database for resolving 
duplicate infonmation and combining related infomnation in the database; and a post-processor coupled to 
the database for analyzing contents of the database and generating missing information therefrom. 
[Knight discloses searching a bulletin board system with software robots (plurality of automatic crawlers, 
column 5, lines 45-49), extracting infomiation (column 5, lines 6-10), storing the infomnation in a database 
(column 6, lines 40-59), and creates classifications of messages in logical groupings based on filters 
(combining related information and analyzing contents of the database and generating missing 
infonmation, colum 10, lines 1-53). By this rationale claim 11 is rejected. 

6. Regarding claim 17, the limitations of this claim are substantially the same as those of claim 1 1 . 
Therefore the rationale used to reject claim 1 1 is used to reject claim 17. By this rationale claim 17 is 
rejected. 



Claim Rejections - 35 USC § 103 
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7. Claims 1 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Henrick et al. 
(U.S. Patent No. 6,377.936) in view of Miller (Online Search Secrets, 173-179). 

8. Regarding claim 1. Henrick discloses providing a database storing infomiation regarding people, 
the database including for each person at least name of the person and the name of respective employer 
for which the person is currently employed [Henrick discloses a customer mailing list. See Henrick, 
column 3, lines 53-54.]; and using digital processor means couple to the database, automatically 
generating e-mail address of a subject person named in the database, the e-mail address being with 
respect to a respective organization named in the database for the subject person [Henrick discloses 
generating an e-mail message. Examiner considers generating an e-mail address to be part of 
generating an e-mail message. See Henrick, column 3, line 54]. Henrick falls to disclose what to do if 
email address infomnation is missing from the database. However, Miller discloses well known 
techniques for finding email address infomnation on the web. Therefore it would be obvious to combine 
the tactics of Miller with the Henrick invention in order to allow more persons to be solicited by email, thus 
increasing revenue for the solicitor, as taught in the Henrick patent [Henrick, column 1, lines 10-36 
referring to prior art and internet marketing]. By this rationale claim 1 is rejected. 

9. Regarding claim 6, the limitations of this claim are substantially the same as those in claim 1. 
Therefore the same rationale for rejecting claim 1 is used to reject claim 6. By this rationale claim 6 is 
rejected. 



Claim Rejections - 35 (JSC §103 



10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 09/91 8,312 Page 5 

Art Unit: 2145 

11. Claims 4 and 9 rejected under 35 U.S.C. 103(a) as being unpatentable over Henrick in view of 
Miller in further view of Mills (Australian Patent Abstract No. AU-A-53031/98). 

1 2. Regarding clainn 4, Henrick in view of Miller is applied as in claim 1 . Henrick in view of Miller fails 
to disclose using crawler means, automatically extracting information regarding people and /or 
organizations from sites of a global computer network and storing the extracted information in the 
database, such that the database is formed by automated means. 

1 3. However, Mills discloses using crawler means, automatically extracting information regarding 
people and /or organizations from sites of a global computer network and storing the extracted 
information in the database, such that the database is formed by automated means. [See Mills, page 8, 
lines 38-49]. 

14. It would have been obvious to one of ordinary skill in the networking art at the time of the 
invention to combine the teachings of Mills with the teachings of Henrick in view of Miller for the purpose 
of improving the method of building a searchable database of contact infomnation. [See Mills, page 6, 
lines 25-30]. Henrick provides motivation for the combination by stating that data mining is used to obtain 
infomnation about network users. [See Henrick, column 5. lines 19-23] By this rationale claim 4 is 
rejected. 

15. Regarding claim 9, the limitations of this claim are substantially the same as those in claim 4. 
Therefore the same rationale for rejecting claim 4 is used to reject claim 9. By this rationale claim 9 is 
rejected. 

16. Claims 5 and 10 rejected under 35 U.S.C. 103(a) as being unpatentable over Henrick in view of 
Miller in view of Mills as applied to claim 4 and in view of Barroux (U.S. Patent No. 5,923,850). 

1 7. Regarding claim 5, Henrick in view of Miller in view of Mills are applied as in claim 4. Henrick in 
view of Miller in view of Mills fail to disclose employing a multiplicity of crawlers under control of a 
distributor. 

1 8. However, Barroux discloses employing a multiplicity of crawlers under control of a distributor. 
[Barroux discloses an administrative database and a task scheduler that schedules discovery tasks to be 
executed on the network. Examiner considers discovery tasks to include crawlers. Examiner considers 
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task scheduler to be a distributor. See Barroux, column 3, lines 64-67. See Barroux, column 3. lines 41- 
52. See Ban*oux, column 4. lines 54-60.] 

19. It would have been obvious to one of ordinary skill in the networking art at the time of the 
Invention to combine the teachings of Barroux with the teachings of Henrick in view of Miller in view of 
Mills for the purpose of tracking changes overtime in infomnation collected by network agents. [See 
Barroux, column 1 , lines 50-56]. Henrick provides motivation for the combination by stating that data 
mining is used to obtain infomnation about network users. [See Henrick, column 5, lines 19-23] Mills 
further provides motivation for the combination by stating that indexes [databases] are often created by 
use of web crawlers and that many relevant pages are missed. [See Mills, page 2, line 35 - page 3, line 
19]. By this rationale claim 5 is rejected. 

20. Regarding claim 10, the limitations of this claim are substantially the same as those in claim 5. 
Therefore the same rationale for rejecting claim 5 is used to reject claim 10. By this rationale claim 10 is 
rejected. 

21 . Claims 2-3 and 7-8 rejected under 35 U.S.C. 103(a) as being unpatentable over Henrick in view 
of Miller in view of Biliris et al. (U.S. Pub. No. 2001/0009017, hereafter referred to as Biliris.) 

22. Regarding claim 2, Henrick in view of Miller is applied as in claim 1. Henrick in view of Miller fails 
to disclose obtaining a working e-mail address to the respective organization, ttie working e-mail address 
not being the e-mail address of the subject person; deducing from the working e-mail address, format of 
e-mail addresses to the respective organization; using the deduced information, constructing potential e- 
mail addresses for the subject person; and verifying each constructed potential e-mail address by testing 
each, such that at least one verified constructed potential e-mail address provides a business e-mail 
address of the subject person. 

23. However, Biliris discloses receiving a message from a sender system with a declarative address 
[obtaining a working e-mail address to the respective organization, the working e-mail address not being 
the e-mail address of the subject person] and resolving the declarative address into messaging 
addresses by use of a database query on stored infomnation [deducing from the working e-mail address, 
format of e-mail addresses to the respective organization and using the deduced information, constructing 
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potential e-mail addresses for the subject person], Biliris then transmits the messaging address(es) to the 
messaging server, which transmits the message to the addressed recipients [verifying each constructed 
potential e-mail address by testing each, such that at least one verified constructed potential e-mail 
address provides a business e-mail address of the subject person], [See Biliris, page 1 , paragraphs 
0009-0011. See Biliris, page 2, paragraph 0024.] 

24. It would have been obvious to one of ordinary skill in the networking art at the time of the 
invention to combine the teachings of Henrick in view of Miller and Biliris, for the purpose of sending 
messages to recipients without an explicitly enumerated mailing list. [See Biliris, page 1 , paragraph 
0009.] Henrick gives motivation for the combination of teachings by stating that users who might be 
interested in receiving infonnation are reluctant to provide information to businesses. [See Henrick, 
column 1 , lines 23-27.] By this rationale claim 2 is rejected. 

25. Regarding claim 3, Henrick in view of Miller in view of Biliris are applied as in claim 2. Biliris 
further discloses using logical combinations of filtered directory infomiation and mailing lists to specify a 
list of e-mail recipients [using predefined common email address formats, see Biliris, page 3, paragraph 
0033.] By this rationale claim 3 is rejected. 

26. Regarding claim 7, the limitations of this claim are substantially the same as those in claim 2. 
Therefore the same rationale for rejecting claim 2 is used to reject claim 7. By this rationale claim 7 is 
rejected. 

27. Regarding claim 8, the limitations of this claim are substantially the same as those in claim 3. 
Therefore the same rationale for rejecting claim 3 is used to reject claim 8. By this rationale claim 8 is 
rejected. 

28. Claim 12 rejected under 35 U.S.C. 103(a) as being unpatentable over Knight in view of Feridun 
et al. (U.S. Patent No. 6,336,139). 

29. Regarding claim 12, Knight is applied as in claim 11 . Knight fails to disclose combining database 
records of infomiation. 

30. However, Feridun discloses aggregating data collected by a network agent [combining database 
records collected by a crawler, see Feridun, column 12, lines 37-40]. 
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31 . It would have been obvious to one of ordinary skill in the networking art at the time of the 
invention to combine the teachings of Knight and Feridun for the purpose of detecting status changes in 
hionitored objects (a person, see Feridun, column 2, lines 1-3.). Knight gives motivation for the 
combination by stating that not distinguishing between subject areas (changes in a person) results in 
frustration to the user. [See Knight, column 9, lines 45-54.] By this rationale claim 12 is rejected. 

32. Regarding claim 13, Knight and Feridun are applied as in claim 12. Knight further discloses a 
prioritization scheme utilizing frequency of occurrence of a subject category (statistical rarity of title and 
person's name, see Knight, column 6, line 60 - column 7, line 6). By this rationale claim 13 is rejected. 

33. Regarding claim 18, the limitations of this claim are substantially the same as those in claim 12. 
Therefore the rationale used to reject claim 12 is used to reject claim 18. By this rationale claim 18 is 
rejected. 

34. Regarding claim 19, the limitations of this claim are substantially the same as those in claim 12. 
Feridun deals with aggregating data between duplicate records. The name and organization name and 
title all fall into the general category of data in records, and therefore Examiner considers it to have little 
patentable weight when considering finding novelty in the claimed invention as compared to Feridun. 

35. Regarding claim 20, the limitations of this claim are substantially the same as those in claim 13. 
Therefore the rationale used to reject claim 13 is used to reject claim 20. By this rationale claim 20 is 
rejected. 

36. Claim 14 rejected under 35 U.S.C. 103(a) as being unpatentable over Knight and Henrick. 

37. Regarding claim 14, Knight is applied as in claim 1 1 . Knight fails to disclose generating^n e- 
mail address. 

38. However, Henrick discloses generating an e-mail message. Examiner considers generating an e- 
mail address to be part of generating an e-mail message. See Henrick, column 3, line 54. 

39. It would be obvious to one of ordinary skill in the networking art at the time of the invention to 
combine the teachings of Knight and Henrick for the purpose of sending e-mail by use of data mining. 
[See Henrick, column 1 , lines 39-55.] Knight gives motivation for the combination by stating that 
infomnation is gathered that is of interest to users, and that the gathered information can be transmitted to 



Application/Control Number: 09/918,312 Page 9 

Art Unit: 2145 

a user in the foan of an electronic nnessage. [See Knight, column 5, lines 45-67.] By this rationale claim 
14 is rejected. 

40. Regarding claim 21, the limitations of this claim are substantially the same as those in claim 14. 
Therefore the rationale for rejecting claim 14 is used to reject claim 21. By this rationale claim 21 is 
rejected. 

41 . Claims 15-16, 22-23 rejected under 35 U.S.C. 103(a) as being unpatentable over Knight, Henrick 
and Biliris. 

42. Regarding claim 15, Knight and Henrick are applied as in claim 14. Knight and Henrick fail to 
disclose obtaining a working e-mail address to the respective organization, tt)e working e-mail address 
not being the e-mail address of the subject person; deducing from the working e-mail address, fonmat of 
e-mail addresses to the respective organization; using the deduced information, constructing potential e- 
mail addresses for the subject person; and verifying each constructed potential e-mail address by testing 
each, such that at least one verified constructed potential e-mail address provides a business e-mail 
address of the subject person. 

43. However, Biliris discloses receiving a message from a sender system with a declarative address 
[obtaining a working e-mail address to the respective organization, the working e-mail address not being 
the e-mail address of the subject person] and resolving the declarative address into messaging 
addresses by use of a database query on stored infomiation [deducing from the working e-mail address, 
format of e-mail addresses to the respective organization and using the deduced information, constructing 
potential e-mail addresses for the subject person]. Biliris then transmits the messaging address(es) to the 
messaging server, which transmits the message to the addressed recipients [verifying each constructed 
potential e-mail address by testing each, such that at least one verified constructed potential e-mail 
address provides a business e-mail address of the subject person]. [See Biliris, page 1 , paragraphs 
0009-0011. See Biliris, page 2, paragraph 0024.] 

44. It would have been obvious to one of ordinary skill in the networking art at the time of the 
invention to combine the teachings of Knight, Henrick and Biliris, for the purpose of sending messages to 
recipients without an explicitly enumerated mailing list. [See Biliris, page 1, paragraph 0009.] Henrick 



Application/Control Number: 09/918,312 Page 10 

Art Unit: 2145 

gives motivation for the combination of teachings by stating that users who might be interested in 
receiving infomnation are reluctant to provide infomnatlon to businesses. [See Henrick, column 1 , lines 
23-27.] By this rationale claim 15 is rejected. 

45. Regarding claim 16, Knight, Henrick in view of Miller and Biliris are applied as in claim 2. Biliris 
further discloses using logical combinations of filtered directory infomnation and mailing lists to specify a 
list of e-mail recipients [using predefined common email address formats, see Biliris, page 3, paragraph 
0033.] By this rationale claim 16 is rejected. 

46. Regarding claim 22, the limitations of this claim are substantially the same as the limitations of 
claim 15. Therefore the rationale used to reject claim 15 is used to reject claim 22. By this rationale 
claim 22 is rejected. 

47. Regarding claim 23, the limitations of this claim are substantially the same as the limitations of 
claim 16. Therefore the rationale used to reject claim 16 is used to reject claim 23. By this rationale 
claim 23 is rejected. 



Response to Arguments 

48. Applicant's arguments filed 3/2/2005 in regard to the Knight reference as applied to claims 1 1 and 
17 have been fully considered but they are not persuasive. Applicant argues that Knight fails to disclose 
an integrator coupled to the database for resolving duplicate infomiation and a post processor coupled to 
the database for analyzing contents of the database and generating missing infomnation therefrom. 
Knight in column 10, lines 40-53 teaches a database that is managed with clustering and sorting routines 
that interacts with extraction and search robots. This is equivalent functionality to the integrator and post 
processor described by Applicant. 

49. Applicant's arguments that are dependent on claims 11 and 17 refer only to the above argument 
and rebuttal. As such, the Examiner deems the rejections still valid based on the above rebuttal. 

50. Applicant's arguments with respect to all other claims have been considered but are moot in view 
of the new ground(s) of rejection. 
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Conclusion 

51 . The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 

52. The following, while not prior art perse, is cited as being pertinent to Applicant's invention as it is 
an article from the Associated Press dealing with the Assignee (Zoomlnfo, formerly known as Eliyon 
Technologies Corp,), one of the co-inventors (Jeremy Rothman-Shore). and the invention itself (page 2). 
The article cites privacy concerns with Applicant's invention and possible additional infringements of law 
above and beyond those cited in the above rejection under 35 U.S.C. 101, including Title 7 of the Civil 
Rights Act and the Fair Credit Reporting Act. The Examiner has made no judgment concerning these 
items, and is citing the article strictly for purposes of completing the legal record. The article was found 
while investigating the Zoomlnfo website during the search of patentability. 

Bergstein, Brian. "Holes Found in Online Job Search Privacy." New York, Associated Press. 
November 1 1 , 2003. 

53. The following, while not prior art perse, is cited as being pertinent to Applicant's invention. 
The "Controlling the Assault of Non-Solicited Pornography and Marketing Act of 2003" or the 

"CAN-SPAM Act of 2003". S.877, 108*^ Congress of the United States of America. Enacted January 1 ,^ 
2004. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Jeffrey R. Swearingen whose telephone number is (571) 272-3921 . The examiner can 
normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Valencia Martin-Wallace can be reached on 571-272-6159. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent Application 
Infomnation Retrieval (PAIR) system. Status infomriation for published applications may be obtained from 
either Private PAIR or Public PAIR. Status infonmation for unpublished applications is available through 
Private PAIR only. For more infonmation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 




VALENCIA I^RTIN^WALLACE 
SUPERVISORY PATENT EXAMINER 



